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Dear Sir: 

This is an Appeal of the Objection to the Drawings under 37 C.F.R. 
1.83(a); the rejection of Claims 1-6 under 35 U.S.C. § 112, first paragraph; and 
the rejection of Claims 1-6 under 35 U.S.C. § 103(a) as being unpatentable over 
Vermolen, et al. in view of de Molina. 
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REAL PARTY OF INTEREST 

Tenneco Automotive Operating Company, Inc. is the real party of interest 
in the present application. Tenneco Automotive Operating Company, Inc. is the 
Assignee of the present application as recorded with the United States Patent 
and Trademark Office on February 10, 2004 on Reel 014984, Frame 0936. 
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RELATED APPEALS AND INTERFERENCES 

To the best of Appellants' knowledge, no other appeals or interferences 
are pending which will directly affect or be directly affected by or have a bearing 
on the Board's decision in the present pending appeal. 
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STATUS OF THE CLAIMS 

Claims 1-6 are rejected under 35 U.S.C. § 112, first paragraph, as failing 
to comply with the enabling requirements. 

Claims 1-6 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Vermolen, et al. in view of de Molina. 

These rejections as well as the objections to the drawings under 37 C.F.R. 
§ 1 .83(a) are the subject of the present appeal. 

Claims 7-17 have been allowed. 
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STATUS OF THE AMENDMENTS 

A Final Office Action was mailed on May 25, 2007. 

Appellants filed a response to the Final Office Action on July 23, 2007 
without amending the claims. 

An Advisory Action was mailed on August 6, 2007 stating that our 
response was entered but it was not considered as placing the application in 
condition for allowance. 

On August 14, 2007, Appellants filed a Notice of Appeal and Pre-Appeal 
Brief Review Request. 

A Notice of Panel Decision from the Pre-Appeal Brief Review was mailed 
September 10, 2007 stating that there is at least one actual issue for appeal and 
the appeal would proceed to the Board of Patent Appeal and Interferences. 
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SUMMARY OF CLAIMED SUBJECT MATTER 

Referring to Figures 2, 4 and 5, and to paragraphs [0017], [0018], [0031] 
and [0032], Claim 1 defines an air pressure proportional damper (10) having a 
container (40) having a first chamber (32) and a second chamber (38). A piston 
rod (26) is disposed in the first chamber (32). A piston (28) is attached to the 
piston rod (26) and is in sliding engagement with walls of the first chamber (32). 
A valve (22b) (Figures 4, 5) is disposed between the first chamber (32) and the 
second chamber (38) to regulate fluid flow between the first chamber (32) and 
the second chamber (38) through a first fluid passage (130) and a second fluid 
passage (between lower membrane (52b) and support 140), the second fluid 
passage being separate from the first fluid passage. 

A membrane (52b) movable between a first position where the second 
fluid passage is open (when lower membrane (52b) is flexed) and a second 
position where the second fluid passage is closed (when lower membrane (52b) 
is pressed against support (140)) to prevent fluid flow from the second passage. 
The membrane (52b) defines the first fluid passage as an aperture 130 extending 
through the membrane to allow a specified amount of fluid flow between the first 
and second chamber through the first fluid passage when the membrane is in the 
second position. 

A pressure signal is supplied from an air spring (12) (Figure 1 ) to the valve 
(22b). The valve (22b) regulates fluid flow from the first chamber to the second 
chamber proportional to the pressure signal. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Appellants present the following issues for review: 

1) The drawings are objected to under 35 U.S.C. § 1.83(a). The 
drawings must show every feature of the invention specified in the claims. 
Therefore, the second fluid passage, as now claimed, must be shown or the 
feature(s) cancelled from the claim(s). 

2) Claims 1-6 are rejected under 35 U.S.C. § 112, first paragraph, as 
failing to comply with the enablement requirement. 

3) Claims 1-6 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Vermolen, et al. in view of de Molina. 
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ARGUMENT 

Regarding the Examiner's objection to the drawings and the rejection 
under 35 U.S.C. § 112, first paragraph, Appellants believe these two issues are 
related and the withdrawal of the rejection under 35 U.S.C. § 112, first paragraph 
will also withdraw the objection to the drawings and thus, these two issues will be 
grouped together. Appellants respectfully traverse this rejection. 

The Examiner's position as stated on pages 3 and 4 of his May 25, 2007 
Final Office Action states that with regard to Figure 1 and the embodiment of 
Figure 4, the claimed embodiment, the specification never states that "when 
membrane 52b is in the closed or second position that it 'prevents fluid flow 
through the fluid passage' (the "passage" being identified as being 130 in the 
spec and drawings)." 

Claim 1 defines the membrane (52b) as being moveable to "a second 
position where the second fluid passage is closed to prevent fluid flow through 
the second fluid passage." (Emphasis added) Claim 1 goes on to define "the 
first fluid passage as an aperture extending through the membrane". The 
aperture is a part of passage 130 illustrated in Figure 4 which is the first fluid 
passage defined by Claim 1 not the second fluid passage. The Examiner has 
mistakenly identified passage 130 as the second fluid passage where Claim 1 
defines it as the first fluid passage. 

As illustrated in Figure 4, there are two different arrows depicting fluid 
flow. The upper arrow through passage 130 is the first fluid passage defined by 
Claim 1 and the lower arrow extending between membrane 52b and support 140 
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is the second fluid passage defined by Claim 1 . The Examiner agrees with this 
when on page 3 of the Office Action he states "Figure 4 shows via two arrows , 
the path of fluid flow when the 'lower membrane 52b' is in the 'closed' position, or 
is in the seated position on the land." 

Paragraph [0031] describes the two fluid passages and the fluid flow. 
Passage 130 extends through two of bottom plates 128. Passage 130 allows a 
small amount of fluid to pass from bottom chamber 126 into a chamber 132 to be 
communicated out to outlet 116. As a result , during small and low flow rates, 
passage 130 is sufficient to allow venting of fluid from bottom chamber 126 to 
chamber 132. It should be noted that there is no discussion of fluid flow through 
the second fluid passage at this time since passage 130 is sufficient to allow the 
fluid flow. 

The specification goes on, however, as the fluid flow increases , passage 
130 is insufficient to handle the volumetric flow rate of fluid from bottom chamber 
126 to outlet 116. Therefore , lower membrane 52b flexes to open a second fluid 
passage or flow path to allow sufficient fluid flow. 

Thus, the specification clearly defines Figure 4 and that as long as there 
are low flow rates passage 130 is sufficient to allow venting of fluid. This 
inherently teaches that if fluid flow is sufficient through passage 130, there is no 
flow through the second passage (between lower membrane 52b and the land) 
and that lower membrane 52b must inherently prevent this fluid flow. If this fluid 
flow is not prevented the specification would teach two flow paths at low flow 
rates. Once, passage 130 is insufficient to handle the fluid flow (it becomes 
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saturated) lower membrane 52b flexes to open a flow path (second flow 
passage) to allow sufficient fluid flow. 

Thus, Appellants believe that the Examiner's statement that "the second 
fluid passage is closed to prevent fluid flow through the second fluid passage " as 
being new matter is inaccurate since the specification defines that during small 
and low flow rates, passage 130 is sufficient to allow venting of fluid and thus, it 
is inherent that flow between membrane 52b and support 140 is prevented due to 
membrane 52b being pressed against support 140 as defined in paragraph 
[0032] on page 13. 

Thus, Appellants believe there is support in the specification and drawings 
for the first and second fluid passages and that the Examiner's position with 
respect to new matter is not supportable. Reconsideration of the rejection is 
respectfully requested. 

Even if, for arguments sake, we take the Examiner's position that Figure 4 
shows flow through the two fluid passages when the lower membrane 52b is in 
the closed position or is in the seated position on the land, the Examiner still 
does not have support for his position of the new matter rejection. Claim 1 
defines that the membrane is movable to a second position to prevent fluid flow 
through the second fluid passage. Claim 1 does not define that in the second 
position the membrane prevents all fluid flow, but clearly as shown in Figure 4, it 
does prevent fluid flow. The first position where the second passage is open is 
clearly defined in paragraph [0031] where it states "lower membrane 52b flexes 
to open a second fluid passage or flow path to allow sufficient fluid flow." 
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Thus, even taking the Examiner's position, Appellants do not believe the 
Examiner's position of "new matter" is supportable and that the drawings clearly 
show the second fluid passage. Reconsideration of the rejection is respectfully 
requested. 
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Claims 1-6 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Vermolen, et al. in view of de Molina. Appellants respectfully traverse this 
rejection. 

Claim 1 defines "the first fluid passage as an aperture extending through 
the membrane to allow a specified amount of fluid flow between the first chamber 
and the second chamber through the first passage." Thus, Claim 1 defines that 
the fluid flow through the first passage is through the aperture in the membrane. 

The Examiner has defined the membrane as shim disc 78 and the only 
aperture that extends through shim disc 78 is hole 106. The Examiner's 
reference to an aperture 98 is inaccurate since aperture 98 extends through 
projection 98 and does not extend through shim disc 78 which is defined as the 
membrane. Also, the Examiner's reference to restriction 108 as the aperture is 
also inaccurate since restriction 108 is between shim disc 78 and projection 96 
and not through shim disc 78, the membrane, as is defined in Claim 1 . Thus, the 
only element identified by the Examiner which meets the limitations of Claim 1 is 
aperture or hole 106. 

As described in Vermolen, et al. in column 5, lines 19-32, hole 106 is a 
tuning parameter for the shock absorber since the size of restriction 108 will be 
controlled by the size of hole 106, the thickness of shim disc 78 and the fluid 
pressure within chambers 110 and 112. While hole 106 controls the size of 
restriction 108, there is no fluid flow between the first and second chambers of 
Vermolen, et al. through hole 106, it is through restriction 108. 

As described in column 5, line 62 to column 6, line 12, the fluid flow 
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between upper working chamber 42 and fluid reservoir 48 is through restriction 
108. Referring to Figures 1 and 2 of Vermolen, et al., upper working chamber 42 
is in communication with down tube 62 which is in communication with a first 
aperture 92, which is in communication with aperture 98, which is in 
communication with annular chamber 102 through restriction 108. Annular 
chamber 102 is in communication with reserve chamber 48 through second 
aperture 94 (column 4, line 65 to column 5, line 11). Thus, Vermolen, et al. 
discloses a single fluid passage between the two chambers (not the two defined 
by Claim 1) and the single fluid passage does not flow through an aperture 
defined by the membrane, shim disc 78 (as defined by Claim 1 ). 

Regarding de Molina and Figure 4, it also only shows one fluid passage 
between the two chambers (128 to 132 to 134 to 102) and not two as is defined 
by Claim 1 and the fluid flow between the chambers is not through an aperture in 
membrane 136. 

Thus, Appellants believe Claim 1 patentably distinguishes over the art of 
record. Likewise, Claims 2-6, which ultimately depend from Claim 1, are also 
believed to patentably distinguish over the art of record. Reconsideration of the 
rejection is respectfully requested. 
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CONCLUSION 



Appellants respectfully request the rejections of the Examiner be 
withdrawn and the allowance of the pending claims. 



Harness, Dickey & Pierce, P.L.C. 
P.O. Box 828 

Bloomfield Hills, Michigan 48303 
(248)641-1600 

MJS/pmg 



Respectfully submitted, 



Dated: October 2. 2007 
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APPENDIX A 

Pending Claims 

1 . An air pressure proportional damper comprising: 

a container having a first chamber and a second chamber; 

a piston rod slidingly disposed in the first chamber of the container; 

a piston attached to the piston rod, the piston being in sliding 
engagement with walls of the first chamber; 

a valve disposed between the first chamber and the second 
chamber, the valve regulating fluid flow between the first chamber and the 
second chamber through a first fluid passage and a second fluid passage 
separate from said first fluid passage; 

a membrane movable between a first position where the second 
fluid passage is open and a second position where the second fluid passage is 
closed to prevent fluid flow through the second fluid passage, the membrane 
defining the first fluid passage as an aperture extending through the membrane 
to allow a specified amount of fluid flow between the first chamber and the 
second chamber through the first passage when the membrane is in the second 
position; 

a pressure signal supplied from an air spring to the valve; 
wherein the valve regulates fluid flow from the first chamber to the 
second chamber proportional to the pressure signal. 
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2. The air pressure proportional damper as claimed in Claim 1 , further 
comprising a down tube connecting the first chamber to the valve; and 

an outlet connecting the second chamber to the valve, wherein fluid 
passing from the first chamber to the second chamber passes from the down 
tube to the outlet. 

3. The air pressure proportional damper as claimed in Claim 2, 
wherein the membrane is disposed over an end area of the down tube, and 

the membrane applies a resistance force over the end area of the 
down tube proportional to the pressure signal. 

4. The air pressure proportional damper as claimed in Claim 3, 
wherein the membrane comprises a plurality of stacked plates. 

5. The air pressure proportional damper as claimed in Claim 1, 
wherein the first chamber includes an upper working chamber and a lower 
working chamber, and wherein the second chamber is a reserve chamber. 

6. The air pressure proportional damper as claimed in Claim 1, 
wherein the pressure signal is transmitted to the valve by a hose, the pressure 
signal being air pressure supplied by the air spring. 
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7. An air pressure proportional damper comprising: 
a first chamber; 
a second chamber; 

an air adjustment valve, the first chamber fluidly communicating 
with the second chamber through the air adjustment valve, wherein the air 
adjustment valve comprises: 

a nipple support supporting a nipple, the nipple having an aperture 
therethrough, communicating with the first chamber; 

a lower membrane having a first side and a second side, the first 
side of the lower membrane contacting an upper side of the nipple and the 
aperture; 

a plunger supported by a plunger support, a first end of the plunger 
contacting the second side of the lower membrane; 

an upper membrane having a first side and a second side, the first 
side of the upper membrane contacting a second end of the plunger; and 

a hose attachment housing supported by a guiding ring, a space 
defined by an area between the hose attachment housing, the guiding ring and 
the second surface of the upper membrane, a spring disposed in the guiding ring 
that biases the hose attachment housing toward the second side of the 
membrane; 

wherein a second space is defined between the nipple support and 
the first side of the membrane, the second space communicating with the second 
chamber. 
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8. The air pressure proportional damper as claimed in Claim 7, further 
comprising an air hose attached to the hose attachment housing that supplies air 
pressure from an air spring into the space. 

9. The air pressure proportional damper as claimed in Claim 8, 
wherein a surface of the hose attachment housing presses against the second 
side of the second membrane when air pressure supplied from the air spring is 
below a predetermined value. 

10. The air pressure proportional damper as claimed in Claim 8, 
wherein air pressure supplied from the air spring pressurizes the space to press 
the upper membrane into the plunge and the plunger against the lower 
membrane to apply a sealing force to the nipple for restricting fluid flow from the 
first chamber to the second chamber. 

11. An air pressure proportional damper comprising: 
a first cylindrical chamber; 

a second cylindrical chamber disposed around the first cylindrical 

chamber; 

a piston rod having a valve positioned at an end of the piston rod, 
the valve and the piston rod being in sliding engagement with walls of the first 
cylindrical chamber, an area in the first cylindrical chamber proximate the rod 
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defining an upper working chamber, an area on a side of the valve in the 
cylindrical chamber distal from the rod defining a lower working chamber; 

an air adjustment valve positioned at one end of the first cylindrical 
chamber and the second cylindrical chamber; 

a down tube fluidly connecting the first cylindrical chamber to one 
side of the air adjustment valve, wherein the air adjustment valve regulates flow 
from the down tube to the second chamber; 

wherein the air adjustment valve comprises: 

an air adjustment valve main body; 

an air adjustment valve lower main body attached to the air 
adjustment valve main body; 

a membrane held in position between the air adjustment valve 
lower main body and the air adjustment valve main body; 

a passage formed in the air adjustment valve main body to 
communicate air pressure to a top side of the membrane; 

a sliding valve slidingly supported by the air adjustment valve lower 
main body, one end of the sliding valve positioned against a lower side of the 
membrane, an opposite side of the sliding valve having a valve seat that closes 
the down tube from passing fluid from the down tube to the second chamber; 

a spring positioned between the valve seat and the sliding valve, 
the spring biasing the sliding valve against the membrane, the spring biasing the 
valve seat to a closed position. 
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12. The air pressure proportional damper as claimed in Claim 11, 
further comprising a hose fluidly connecting an air spring to the upper surface of 
the membrane. 

13. The air pressure proportional damper as claimed in Claim 11, 
further comprising travel stops affixed to the air adjustment valve lower main 
body, the travel stops riding in a groove in the sliding valve, the groove being a 
longer length than the travel stops to set a fixed sliding distance of the sliding 
valve with respect to the air adjustment valve lower main body. 

14. The air pressure proportional damper as claimed in Claim 12, 
wherein air pressure from the air spring presses the membrane to move the 
sliding valve in a direction compressing the spring, the spring force pressing the 
valve seat to apply resistance to flow of fluid from the down tube to the second 
chamber. 

15. The air pressure proportional damper as claimed in Claim 11, 
wherein an end of the sliding valve proximate the valve seat has a groove 
therein, the groove allowing a minimal flow of fluid from the down tube to the 
second chamber. 

16. The air pressure proportional damper as claimed in Claim 11, 
further comprising a threaded clamp having an L-shaped portion at a first end 
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and a threaded portion at a second end, the second end threaded to the air 
adjustment valve lower main body, the L-shaped first end engaging the air 
adjustment valve main body to clamp the air adjustment valve main body to the 
air adjustment valve lower main body. 

17. The air pressure proportional damper as claimed in Claim 16, 
wherein the membrane is clamped between the air adjustment valve main body 
and the air adjustment valve lower main body. 



20 



APPENDIX B 



Evidence: None 
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APPENDIX C 



Related Proceedings: None 
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